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DETAILED ACTION 

Claims 1-22 are pending as preliminarily amended 6/21/06. Claims 1,19 and 22 are 
independent. 

Specification 

The amendment to the specification submitted 6/21/06 cites "the International 
Application ....60/532,761". This should be a US Provisional Application. Appropriate 
correction is suggested. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 : It is unclear if the claim positively recites (1 ) the liquid filter, (2) the 
suction filter media. According to the claim language, the liquid filter assembly is 
defined by the housing having three ports, i.e., an inlet, and outlet and an inlet/outlet, 
and the suction filter assembly secured to the liquid filter assembly. The suction filter 
assembly is defined by the non-helical spring valve having at least one cut valve. 

Claim 1 fails to positively recite the suction filter media from which the "extension" 
extends to create the central volume, liquid filter [media] which delimits the inlet and the 
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outlet that links the circulation loop, and the tank reservoir liquid flow inlet/outlet through 
the central volume; or alternately, claim 1 fails to structurally link the recited elements 
described herein. 

Claim 19: 

(s) tt3« prijTtsry Blser cajtridge sectiisa aR.d (he bypass Miar atrsMg'^ 
<i!j«h bsasg .^^gijs^ to Ifee fillet cstttMgff; 

This element does not make sense. Claim recites the filter cartridge as 
comprising the primary filter cartridge section and the bypass filter cartridge section. 
How can then they be secured to the primary filter cartridge? Does the applicant mean 
that they are secured to the end cap? 

pit) tb® IksiS sikI hsmg m «p@ii m6 s^i malMits^ s seal tiK^mb^r 

Asfsjostj, posjtiofieti t-0 seat the fet mA csp agatest a tubs projeetisg 
inside of the fJssT cap, m use; 

The "in use" herein is not understood. The disclosure appears to show the 'tube' 
as part of the filter cartridge and being engaged to the seal member in the assembly. 
The tube does not appear to be a part that belongs to any appliance that the filter 
cartridge attaches to, to engage the seal only when "in use". 

Claim 22: 

surfeee of the fiifeaiatr axJa! pjoJsctKstjs. m thts ses»ftd mid sap m s 
JcwssSioR sfs&ced smI Mi£co«nied by^ the hyp»m Mm mttM^ 
t5> defttje s sjFttSl»ji"al memte Fecstvhg. slot tim^lmmm&i ssisS, 
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The second end cap herein has no antecedent basis. (The Examiner assumes 
that this is typo, and is the first end cap). Step (d) defines the second end cap as being 
on the opposite end of the primary filter with respect to the first end cap. The tubular 
axial projection is defined in the prior element as part of the first end cap. The structure 
of the "structural member receiving slot therebetween" is not clearly understood. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.Sd 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorlngton, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with tliis application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-22 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-19 of 
copending Application No. 12/310466. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims of the reference 
application anticipate the elements of the instant claims. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or deschbed in a printed publication in this or a foreign country or in 
public use or on sale In this country, more than one year prior to the date of application for patent In 
the United States. 

1. Claims 19, 21 and 22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Cooper (US 4,133,763). 

Cooper's fig 1 is copied herein. Cooper teaches a primary filter element (48), 
secondary (bypass) filter element (71), an end cap (5) there-between, the end cap 
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having a tube (51/53) projected witliin and parallel to the axis, a seal (61) in a seal 
member surrounding the tube, a perforated tubular support within the primary filter, a 
second end cap at the opposite end of the primary filter (43) which has a tube extending 
from it for connection to the housing top, and having a seal (45) on a seal plane which is 
having a slight angle as can be visualized from (28a). The structural member (66) is 
received in a radial slot defined by the first end cap and the filter end (73). 
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Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cooper. 

Cooper does not teach the seal (45) at the second end cap as being at an angle 
to the axis. However, providing an appropriate draft angle for the seal plane at (28a) 
would be within the skill of one of ordinary skill in the art. In Gardner v. TEC Systems, 
Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 
USPQ 232 (1984), the Federal Circuit held that, where the only difference between the 
prior art and the claims was a recitation of relative dimensions of the claimed device and 
a device having the claimed relative dimensions would not perform differently than the 
prior art device, the claimed device was not patentably distinct from the prior art device. 
In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) (The court held that the 
configuration of the claimed disposable plastic nursing container was a matter of choice 
which a person of ordinary skill in the art would have found obvious absent persuasive 
evidence that the particular configuration of the claimed container was significant.). 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 571-272-0579. The fax phone number for the 
organization where this application or proceeding is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Krishnan S Menon/ 

Primary Examiner, Art Unit 1777 



